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Art Unit: 3739 

DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 57 and 59-66 are rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject 
matter, which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. The specification does not 
adequately disclose a tissue ablation apparatus as claimed that includes at least one of 
the conductive members defining an interior lumen and further comprises at least one 
temperature sensor associated with at least one jaw. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 50-56 and 58 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Paraschac (US H1745) in view of Baker (US 6126658). 

Regarding claim 50, in figure 5 Paraschac discloses a cardiac tissue ablation 
apparatus comprising first (116) and second jaws (117), the jaws being relatively 
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moveable between open and closed positions, respectively, receive and compress 
cardiac tissue there between; each jaw having a clamping surface (see figure) with a 
width and an elongated electrically conductive member (118 & 119) for jaws, the 
conductive members of the jaws being in face-to-face relation and connectible to a 
bipolar energy power source so as to be of opposite polarity when so connected for 
providing an electrical current through tissue between the jaws, the conductive 
members each having a tissue contacting portion (as illustrated), which portion has a 
width that is less than the width of the clamping surface of its associated jaw 
Paraschac teaches all of the limitations of the claims except the apparatus further 
comprising at least one temperature sensor associated with at least one jaw and 
disposed to sense the temperature of cardiac tissue within the vicinity of the jaws. 
Baker discloses an electrosurgical device and teaches in column 8 lines 5-19 that it is 
old and well known in the art to associate at least one temperature sensor with at least 
one jaw (figure 5). Therefore, it would have been obvious to add a temperature sensor 
to the Paraschac device as taught by Baker, so that the temperature of the tissue or 
device can be measured as a means of monitoring and controlling the amount of energy 
delivered to device. 

Regarding claim 51, Baker teaches that the temperature sensor is disposed at a 
location spaced from the conductive member. 

Regarding claim 52, it would have been obvious to the artisan to dispose the 
temperature sensor proximal to the conductive member and electrically isolated it 
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therefrom, since it has been held that rearranging parts of an invention involves only 
routine skill in the art. 

Regarding claim 53, Baker teaches that the temperature sensor is supported by 
one of the jaws. 

Regarding claim 54, Paraschac teaches that each tissue contacting portion has 
a width that is less than or equal to about one-third the width of the associated clamping 
surface. 

Regarding claim 55, it would have been obvious to the artisan to provide 
conductive members that are between approximately 3 to 8 cm in length and the portion 
of the conductive members is between approximately 0.12 to 0.6 mm in width, since it 
has been held that discovering the optimum size involves only routine skill in the art. 

Regarding claim 56, Paraschac teaches that each conductive member is 
generally centrally located relative to the associated clamping surface. 

Regarding claim 58, Paraschac discloses a portion of the clamping surface 
disposed on each side of the conductive member. 

Claims 50-56 and 58 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yates (US 5688270) in view of Baker (US 6126658). 

In figures 22-24 Yates disclose a cardiac tissue ablation apparatus comprising 
first (532) and second jaws (534), the jaws being relatively moveable between open and 
closed positions, respectively, receive and compress cardiac tissue there between; 
each jaw having a clamping surface (see figure) with a width and an elongated 
electrically conductive member (527a & 528b) for jaws, the conductive members of the 
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jaws being in face-to-face relation and connectible to a bipolar energy power source so 
as to be of opposite polarity when so connected for providing an electrical current 
through tissue between the jaws, the conductive members each having a tissue 
contacting portion (as illustrated), which portion has a width that is less than the width 
of the clamping surface of its associated jaw. 

Yates teach all of the limitations of the claims except the apparatus further 
comprising at least one temperature sensor associated with at least one jaw and 
disposed to sense the temperature of cardiac tissue within the vicinity of the jaws. 
Baker discloses an electrosurgical device and teaches in column 8 lines 5-19 that it is 
old and well known in the art to associate at least one temperature sensor with at least 
one jaw (figure 5). Therefore, it would have been obvious to add a temperature sensor 
to the Yates device as taught by Baker, so that the temperature of the tissue or device 
can be measured as a means of monitoring and controlling the amount of energy 
delivered to device. 



Claim Rejections - 35 USC § 103 



Claims 57 and 59-66 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Paraschac and Baker combined further in view of Francischelli 
(US 2003/0073991). 
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Paraschac and Baker combined teach all of the limitations of the claim except at 
least one of the conductive members defining an interior lumen. In figures 2a-g, 
Francischelli disclose an electrosurgical device and teach that it is old and well known in 
the art to provide a conductive member (102/104) that includes an interior lumen as a 
means of delivering conductive fluid along the length of the conductive member to 
facilitate energy transfer from the device to the tissue. Therefore, it would have been 
obvious to an artisan to provide a conductive member that includes an interior lumen as 
a means of delivering conductive fluid along the length of the conductive member, to 
facilitate energy transfer from the device to the tissue. 

Regarding claim 60, Baker teaches that the temperature sensor is disposed at a 
location spaced from the conductive member. 

Regarding claim 61, it would have been obvious to the artisan to dispose the 
temperature sensor proximal to the conductive member and electrically isolated it 
therefrom, since it has been held that rearranging parts of an invention involves only 
routine skill in the art. 

Regarding claim 62, Baker teaches that the temperature sensor is supported by 
one of the jaws. 

Regarding claim 63, Paraschac teaches that each tissue contacting portion has 
a width that is less than or equal to about one-third the width of the associated clamping 
surface. 

Regarding claim 64, it would have been obvious to the artisan to provide 
conductive members that are between approximately 3 to 8 cm in length and the portion 



Application/Control Number: 10/015,868 Page 7 

Art Unit: 3739 

of the conductive members is between approximately 0.12 to 0.6 mm in width, since it 
has been held that discovering the optimum size involves only routine skill in the art. 

Regarding claim 65, Paraschac teaches that each conductive member is 
generally centrally located relative to the associated clamping surface. 

Regarding claim 66, Paraschac discloses a portion of the clamping surface 
disposed on each side of the conductive member. 

Claims 57 and 59-66 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yates and Baker combined further in view of Francischelli (US 
2003/0073991). 

Yates and Baker combined teach all of the limitations of the claim except at least 
one of the conductive members defining an interior lumen. In figures 2a-g, Francischelli 
disclose an electrosurgical device and teach that it is old and well known in the art to 
provide a conductive member (102/104) that includes an interior lumen as a means of 
delivering conductive fluid along the length of the conductive member to facilitate 
energy transfer from the device to the tissue. Therefore, it would have been obvious to 
an artisan to provide a conductive member that includes an interior lumen as a means 
of delivering conductive fluid along the length of the conductive member, to facilitate 
energy transfer from the device to the tissue. 

Claims 57 and 59-66 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Paraschac and Baker combined further in view of Mulier (US 
6096037). 
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Paraschac and Baker combined teach all of the limitations of the claim except at 
least one of the conductive members defining an interior lumen. In figures 4 & 5, Mulier 
discloses an electrosurgical device and teach that it is old and well known in the art to 
provide a conductive member that includes an interior lumen as a means of delivering 
conductive fluid along the length of the conductive member to facilitate energy transfer 
from the device to the tissue. Therefore, it would have been obvious to an artisan to 
provide a conductive member that includes an interior lumen as a means of delivering 
conductive fluid along the length of the conductive member, to facilitate energy transfer 
from the device to the tissue. 

Claims 57 and 59-66 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yates and Baker combined further in view of Mulier (US 
6096037). 

Paraschac and Baker combined teach all of the limitations of the claim except at 
least one of the conductive members defining an interior lumen. In figures 4 & 5, Mulier 
discloses an electrosurgical device and teach that it is old and well known in the art to 
provide a conductive member that includes an interior lumen as a means of delivering 
conductive fluid along the length of the conductive member to facilitate energy transfer 
from the device to the tissue. Therefore, it would have been obvious to an artisan to 
provide a conductive member that includes an interior lumen as a means of delivering 
conductive fluid along the length of the conductive member, to facilitate energy transfer 
from the device to the tissue. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rosiland S. Rollins whose telephone number is (571) 
272-4772. The examiner can normally be reached on Mon.-Fri. 9:00 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda C. Dvorak can be reached on (571) 272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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